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REMARKS 

Reconsideration is respectfully requested. 

Claims 1-50, 66, 70, 73, and 89 have been cancelled. Claims 51-65, 67-69, 71, 
72, 74-88, and 90-93 are pending. Applicants also have filed a request for continued 
examination and supplemental information disclosure statement with this response. 

With respect to all amendments and cancelled claims, Applicant has not dedicated 
or abandoned any unclaimed subject matter and moreover have not acquiesced to any 
rejections and/or objections made by the Patent Office. Applicant reserves the right to 
pursue prosecution of any presently excluded claim embodiments in future continuation 
and/or divisional applications. 

Withdrawn Rejections and Objections 

Applicants respectfully thank the Examiner for withdrawing the rejections and 
objections in the office action dated December 12, 2005. 

Declaration Under 37 C.F.R. § 1.131 

The Examiner objected to the declaration under 37 C.F.R. § 1.131 previously 
submitted on July 14, 2004 because the declaration was unsigned. Applicants herewith 
resubmitted a signed declaration in accordance with 37 C.F.R §1.131, as discussed 
below. 

Information Disclosure Statement. 

The Examiner states that reference C10 was not submitted to the Office. 

Applicants herewith include a Supplemental Information Disclosure Statement 
including reference C10. Applicants respectfully request its consideration. 

Claim Interpretation 

The Examiner states that "the term 'electrode' will be considered as meaning 'a 
solid support comprising a metallic surface. 5 " 

The Examiner also states that "the term 'shielding' is used here in its everyday 
meaning, i.e. 'preventing physical contact.' Therefore, 'blocking moieties shielding 
nucleic acids from the electrode' means any structural elements which prevent contact 
target and/or probe nucleic acids with the electrode." 
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Applicants respectfully traverse these interpretations. Applicants do not take a 
position with respect to the interpretation, as no such position is necessary given the 
accompanying declaration. 

35 USC § 102(e) 

Claims 51-58, 60-62, 64-73, 79, 80, 82, 83, 85-89 and 93 stand rejected under 35 
USC § 102(e) as anticipated by Wohlstadter et al., US Patent No. 6,066,448 
("Wohlstadter"). Wohlstadter is a continuation-in-part of USSN 08/402,076, filed March 
10, 1995, which is a continuation-in-part of USSN 08/402,277, also filed March 10, 
1995. Accordingly, the earliest possible priority date available for the disclosure in 
Wohlstadter is March 10, 1995. 

The Applicants herewith submit a Declaration under 37 C.F.R. §1.131 by 
inventors Thomas J. Meade and Jon F. Kayyem. The Declaration demonstrates that the 
claimed invention was made prior to the earliest possible March 10, 1995 priority date of 
Wohlstadter. 

To antedate a 35 USC 102(e) reference, the inventors must show possession of a 

species within a claimed genus. As stated in the MPEP: 

[t]he 37 CFR 1.131 affidavit or declaration must 
establish possession of either the whole invention 
claimed or something falling within the claim (such as 
a species of a claimed genus), in the sense that the 
claim as a whole reads on it. In re Tanczyn, 347 F.2d 
830, 146 USPQ 298 (CCPA 1965). MPEP 715.02. 

The inventors need not show possession subject matter identical to that of the references. 
As further stated in the MPEP: 

a 37 CFR 1.131 affidavit is not insufficient < 
merely because it does not show the identical disclosure 
of the reference(s) or the identical subject matter 
involved in the activity relied upon. If the affidavit 
contains facts showing a completion of the invention 
commensurate with the extent of the invention as 
claimed is shown in the reference or activity, the affidavit 
or declaration is sufficient, whether or not it is a 
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showing of the identical disclosure of the reference or 
the identical subject matter involved in the activity. 
See In re Wakefield, All F.2d 897, 164 USPQ 636 
(CCPA 1970). MPEP 715.02. 

The Declaration and associated Exhibits demonstrate that the claimed invention 
was made prior to the earliest Wohlstadter priority date. Paragraph 5 of the Declaration 
summarizes an embodiment of the invention within the scope of claim 5 1 . 

The Declaration discloses the production of an array of claim 5 1 depicted in 
Exhibit A. Different regions on the array are defined by 8x8 micron squares on the 
photolithographic mask. The gold surface is the electrode of claim 5 1 . The thiol- 
(CH2)i6-OH is the blocking and linking moiety. When the thiol-(CH2)i6-OH is covalently 
attached to the nucleic acid and the gold surface, it is the linking entity. When the thiol- 
(CH2)i6-OH is attached to the gold surface, and not attached to the nucleic acid, it is the 
blocking moiety. 

The fluorescent complement is an agent that distinguishes between single 
stranded and double stranded nucleic acids. Dark squares indicate locations where single 
stranded nucleic acids were ablated off, and light squares indicate where nucleic acid 
hybrids were present. A montage of images is depicted in Exhibit A. 

The declaration outlines that the invention was completed in this country prior to 
March 10, 1995. Because the claimed invention was made prior to the earliest 
Wohlstadter priority date, the Wohlstadter reference is not prior art. Applicants 
respectfully request withdrawal of this ground for rejection. 

35 USC § 103(a) 

Claims 59, 63, 81, 84 and 85 stand rejected under 35 USC § 103(a) as being 
unpatentable over Wohlstadter in view of Kayyem et al., U.S. Patent No. 6,096,273 
(Kayyem). 

In a separate rejection, claims 75-78 and 90-92 also stand rejected 35 USC § 
103(a) as being unpatentable over Wohlstadter in view of Kayyem. 
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As demonstrated above in the response to the rejection under 35 USC § 102(e), 
Wohlstadter is not a prior art reference. Therefore, Wohlstadter cannot be combined with 
Kayyem as described by the Examiner in satisfaction of the requirements of 35 USC § 
103(a). Accordingly, Applicants respectfully request withdrawal of this ground for 
rejection. 



believe that this application is in a condition of allowance. Applicants respectfully 
request that the Examiner pass this application to issue, and early notification of such is 
requested. 

If the Examiner has any questions, she is invited to call the undersigned at (415) 



CONCLUSION 



On the basis of the amendments and remarks presented herein, Applicants 



781-1989. 



Respectfully submitted, 



DORSEY & WHITNEY LLP 



Dated: ZjO, £#t>r By: 



Customer No.: 32946 



Timothy A. Worrall, Reg. No. 54,552 for 
Robin M. Silva, Reg. No. 38,304 




Four Embarcadero Center 
Suite 3400 



San Francisco, C A 94 1 1 1 -4 1 87 



Filed Under 37 C.F.R. § 1.34 



Telephone: (415) 781-1989 
Facsimile: (41 5) 398-3249 
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PATENT 

Attorney Docket No. : A-644 1 1 -2 
Attorney File No.: 468267-00067 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of Examiner: STRZELECKA, Teresa, E. 

MEADE et al Group No. 1637 

Serial No.: 09/921,645 "Express Mail" Label No.: 

EV 554099109 US 

Filed: August 3, 2001 

For : Metallic Sol id Supports Modified 
with Nucleic Acids 




DECLARATION PURSUANT TO 37 C.F.R. § 1.131 

Mail Stop RCE 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, V A 223 1 3 

Sir: 

We, Thomas J. Meade and Jon F. Kayyem hereby declare as follows: 

1 . We are the inventors on the above-identified patent application and are familiar 
with its contents. We have also reviewed the pending claims in this application. 

2. We are familiar with the Office Action mailed on November 17, 2003 wherein 
claims 51-69, 71, 72, and 74-93 were rejected over Wohlstadter et al. (6,066,448) 
which has an earliest possible priority date of March 10, 1995. 

3. All of the ideas detailed in the above-identified application were contemplated in 
this country prior to March 10, 1995. This is evidenced by the appended 
documents. 

4. One of the goals of the project that led to the filing of the parent application was 
to create a surface comprising a self-assembled monolayer with single stranded 
nucleic acids attached (referred herein as probes), and then to answer three 
questions: first, whether a solution-based complementary strand would bind to the 
probe; second, would a complementary strand attached to an atomic force 
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microscopy (AFM) tip bind to the probe, and if so; third, whether or not we could 
determin the force necessary to "tear apart" the duplex. 

5. The experiments started out with the synthesis of the monolayer portion using an 
HO-(CH 2 )i6-OH to form a molecule with a protected sulfur group (for attachment 
to a gold surface) on one end, to which a phosphoramidited nucleic acid was 
attached. The experiments proceeded with the coating of a gold surface with this 
monolayer-forming material. A photolithographic mask, with 8x8 micron 
squares on it, was then used to cover the gold surface. The surface was then 
exposed to a photoactivated agent and a mercury arc lamp which resulted in the 
ablation nucleic acids from the squares not covered by the mask. We then added 
a fluorescent complement to the surface, and viewed it under a confocal 
microscope. This resulted in a pattern of "light", e.g. fluorescent, background, 
where the fluorescent solution based probes were found, and "dark" squares, 
where the surface-bound single stranded nucleic acid had been ablated off, and 
therefore no fluorescent probe was detected. A montage of several of these 
images, made over the course of the experiments, is attached as Exhibit A. 

6. With regard to timing of these experiments, the documents attached as Exhibit B 
are pages from the notebook detailing the synthesis of some of the compounds 
used in these experiments. (Please note that all experiments not relevant to the 
present discussion have been redacted, as have all dates.) For example, page 136 
documents the conversion of the HO-(CH2)i6-OH molecule to the asymmetrical 
HO-(CH2)i6-OAc needed for further reactions. The bottom of page 139 and the 
top of page 140 show the synthesis of the protected thiol-(CH2)i6-OH molecule, 
the top of page 141 shows the reaction of the protected thiol-(CH2)i6-OH 
molecule added to a phosphoramidite moiety. In conclusion, the invention was 
completed in this country prior to March 10, 1995. 

7. We declare further that all statements made herein of our own knowledge are true 
and that all statements made on information and belief are believed to be true; and 
further that these statements were made with the knowledge that the making of 
willful false statements and the like are punishable by fine or imprisonment, or 
both, under Section 1001 of Title 18 of the United States Code and that such 
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willful statements may jeopardize the validity of the application or any patent 
issuing thereon. 

Date: S'H-^ <W tJ (U.,,lu< 

tomas J. Meade 




Date: 



Jon F. Kayyem 
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Date: 
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Date: 
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